UNITED STATESINTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of

SN N N N

CERTAIN SET-TOP BOXESAND
COMPONENTS THEREOF )

)

Inv. No. 337-TA-454

NOTICE OF DECISIONSTO REVIEW IN PART, TAKE NO POS TION IN PART, AND
NOT REVIEW IN PART THE ADMINISTRATIVE LAW JUDGESFINAL INITIAL
DETERMINATION; NOTICE OF DECISIONSTO AFFIRM THREE RULINGS OF THE
ADMINISTRATIVE LAW JUDGE; NOTICE OF DETERMINATION OF NO
VIOLATION OF SECTION 337 OF THE TARIFF ACT OF 1930

AGENCY: U.S. Internationa Trade Commisson.
ACTION: Notice.

SUMMARY:: Noticeis hereby given that the U.S. Internationd Trade Commission has determined to
review in part, to take no position in part, and to not review in part the find initid determination (“find
ID") issued by the presding adminidirative law judge (*ALJ’) on June 21, 2002, finding no violation of
section 337 of the Tariff Act of 1930, 19 U.S.C. § 1337, in the above-captioned investigation.
Specificdly, the Commisson determined to review the issue of the technica prong of the domegtic
industry asit reatesto claim 42 of U.S. Letters Patent 5,809,204 for the purpose of making afinding
asto clam 42 of that patent that was omitted by the ALJ. The Commission also determined to take no
position on the issue of patent misuse and to not review the remainder of thefind 1D. Findly, the
Commission determined to affirm three ALJ rulings (involving ALJ Order No. 62, an ALJruling
excluding evidence concerning the doctrine of equivdents, and an ALJ ruling limiting the testimony time
of one witness) that were gppeded to the Commission by the complainants. In light of these
determinations, the Commission determined that there is no violaion of section 337 in thisinvestigation.

FOR FURTHER INFORMATION CONTACT: Miched Liberman, Esg., or David Wilson, Esg.,
Office of the General Counsd, U.S. International Trade Commission, 500 E Street, SW., Washington,
D.C. 20436, telephones (202) 205-3115 or (202) 708-2310, respectively. Copies of the public
versons of thefind 1D and dl other nonconfidential documents filed in connection with this investigation
are or will be available for inspection during officid business hours (8:45 am. to 5:15 p.m.) in the Office
of the Secretary, U.S. Internationa Trade Commission, 500 E Street, SW., Washington, D.C. 20436,
telephone (202) 205-2000. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commisson’'s TDD



termind on (202) 205-1810. Generd information concerning the Commission may aso be obtained by
accessing its Internet server (http://www.usitc.gov). The public record for thisinvestigation may be
viewed on the Commission’s eectronic docket (EDIS -ON-LINE) at
http://dockets.usitc.gov/eol/public.

SUPPLEMENTARY INFORMATION: The Commission indtituted this patent-based investigetion,
which concerns dlegations of unfair actsin violaion of section 337 of the Tariff Act of 1930 in the
importation and sale of certain set-top boxes, on March 14, 2001. 66 Fed. Reg. 15887 (2001).
Complainants Gemstar-TV Guide Internationa, Inc. of Pasadena, Cdifornia, and StarSight Telecadt,
Inc. of Fremont, California, named Pioneer Corporation, Pioneer North America, Inc., Pioneer Digital
Technologies, Inc., Pioneer New Media Technologies, Inc., Scientific-Atlanta, Inc., EchoStar
Communications Corporation, and SCI Systems, Inc. as respondents.

The ALJ held an evidentiary hearing from December 3, 2001, through December 19, 2001, and
issued hisfina 1D on June 21, 2002, in which he concluded that there was no violation of section 337,
based on the following findings: (a) complainants have failed to establish that the asserted claims 18-24,
26-28, 31-33, 36, 42-43, 48-50, 54, 57, 59-61, and 66 of U.S. Letters Patent 4,706,121 (the ‘121"
patent); clams 1, 3, 8, and 10 of United States Patent 5,479,268 (the * 268 patent); and claims 1,3, 8,
and 10 of U.S. Letters Patent 5,809,204 (the 204 patent) are infringed by respondents; (b)
respondents have failed to establish that the asserted clams are not valid; (¢) respondents have
edtablished that the * 121 patent is unenforceable for failure to name a co-inventor; (d) complainants
have engaged in patent misuse with respect the * 121 patent; (€) no industry exists in the United States,
as required by subsection (a)(2) of section 337, that exploits each of the * 121, 268, and 204 patentsin
issue; and (f) there has been an importation of the set-top boxes which are the subject of this
invedtigation.

On July 5, 2002, dl partiesto this investigation, including the Commisson investigetive atorney,
filed petitions for review of various portions of the find 1D. On July 12, 2002, dl the partiesfiled
responses to the petitions for review.

Having examined the record in thisinvestigation, including the find 1D, the petitions for review,
and the responses thereto, the Commission determined that there is no violation of section 337 in this
invedtigation.

This action is taken under the authority of section 337 of the Tariff Act of 1930 (19 U.SC. §
1337) and Subpart G of the Commission’s Rules of Practice and Procedure (19 C.F.R. Subpart G,
Part 210).

By order of the Commission.

Marilyn R. Abbott
Secretary to the Commission



Issued: August 29, 2002



